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RKMARKS 

' . Claims M, (5-17, and 19-26 nro pending in the present applicaiion. 

Roconsidoraiion of the applicaUon is rcspcctfiilly lequcsted in view of the following 
. TCspon.';ivc reinarlcs. In the Office Aclion of April 6, 2007. all of the pending claijns 

. • ., . were rejected under 35 U.S.C. 103(a) as being unputcniablo over U.S. Patent No. 

; : 5,507,865 (hereinafter "Yoshida") in view of U.S. Patent No. 5,106,416 (hereinafter 

"MolTaU"). 

• "iTic Gxamfner has rcjecled all pending claims as being obvious over Yoshida 
. ! ' in view nf MolTbu, Hcforc discussing the obviousness rejections herein, it is thought 

proper lo briefly suite what is required to sustain such a rejection, I he issue under § 
1 03 is whoihcr the PTO has stated a case ot prima facie obviousness. According to 
I : / . » ihe MPnP § 21 42, the Examiner has the burden and must establish a case of prima 

s facie obviousness by showing the prior art reference, or references combined, teach or 

• ' , sufificst all tlic claim limitations in tlic instant application. The Applicant respectfully 
, ' assorts the F.xaminer has not stitisfied the reciuiremcnt for establishing a case of prima 

^ , • fatic obvioiisnus.s; in any of the' nejeclions, 

; ' . As previously set forth, the Yoshida reference is drawn towards an aqueous 

ink composition that, when used in i ccording, gives a high-quality recorded image 
having improved image dcnijily while pruvenling the bronzing phenomenon. The 
\ aqueous ink compositions ta aglit in Yoshida can include a water-soluble dye, water, 

• r . ; and a basic amino acid. Additionally, Yoshida discloses, without giving any 
. ' ' y examples or gmdnnco whatsoever, lhal ''the present invention may furtlicr contain, if 
desired or nccessaiy, other nddilives such as a wetting agent, a surfactant, a pll 
regulator, i\n antiseptic^ a mildew-proofing agent, an evaporation accelerator, and a 
: ' chelating agent " 1 ho Examiner has stated that Yoshida does not specifically teach an 

/ "amphotevie" surfaclant, 

, . ' , , MolTalt teaches inlc-jcl inks which utilize various types of surfaclcints to 

• . improve Iho color bleeding of the ink>jct ink. There is no specillc suggestion of using 
' ' ! ampholcrie surfiiciants over other typos of surfaetants. The inks taught in Moffatt can 

! ' • comprises a vehicle, a cationiu dye, high boiling point solvent, and one or two 
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• . : . ' ajnphipliile si)rfaclanl(s) at concentrations above their crilical micelle coDccnlratioii 

• ' , ; • ; . (one). ('I'Jic tcmi '^aniphiphilc'^ slioiild not be confused with '^amphoteric surfactanC 
. ' as one lias lo do with hydrophobic/hydrophilic character which all surfactants exhilnt. 
i ; J • and the other has lo do wUii charge wherein within certain pll ranges, bolli a positive 

and a negative charge can be present ^simultaneously). Above the cmc, micelles form. 

' . \ » wliich attract the dye inolcoiile and thus control the color bleed. This is irue in 

• : Moffjll regardless of whether an amphoteric surfactant or any other type of surfactant 

' • I ; . is used. 
, • ii i» . *• 

. •' • :, J-ackofvach ami every ehment 

^^^^ c\ixm^ nrc prcscnlly amended, the black ink of the present invention is 

; . • lo be formulated sncli tliat cither (1 ) the black Ink-jet ink has improved optical density 

; '!'| , I'lighi while paper wlwii compared to a similar (comparison) black ink-jet ink 

• , whicli is Identical wiUi the ink-jol ink except that it is devoid of the naturally 

; • ■ wci'i rfngoniino in favor of added water, or (2),thc black ink has improved bleed 

; ■ ;: , ■ • • co'itwl when prmtcd ngainsl a mWrcactive color-ink-jet ink on bright white paper 

. ; ■;. \ • when compared to a second black ink-jct ink which is idenUcal with the ink-jet ink 

except tliat it is devoid of the naturally occuiring amino in favor of added water. Such 

■ ^'"i»''»^oniW"vasiiotoiJly that the noted elements of the ink be prc^ 

. ■ . oosi>lvcnt, amino acid, amphoteric surfactant, black colorant), and that they be present 

, .1 ; • t''" noted quantities (from 0.01 wl% to 2 wt% amphoteric surfactant), but that tliey 

• • • ■ also bo fonnulatcd, meaning selected and included tn an appropriate amount with 

. ; 'J:/. "t^orinurodienfs, so that the further claim limitations are met (improved optical 

* ; ; • don.«iity or improved bleed control). 'Hie current state of the claims certainly requires 

■ • . selection ofasolublizcd naturally occurring amino acid and an amphoteric surfactant 

• ' for inclusion in the liquid vehicle with the other component in mind, as baUi are 
I . / , necessary to have the improved optical density and/or improved bleed control. 

■ • ■ I; " • ■ ■ Neither Yoshida nor Moffatt teach the combination of solublizcd naturally 

■; ■ a'nino acid and an amphoteric s\»rfactant, Yoshida teaches an ink 

': •'- ,. , ' '^'^"'P'*^'*''*" i'lcluding an amino aoid. and Moffatt leaches the use of a variayo 

■•■'>. \ ' surfactants. iijcJuding ampliotcrio surfoctflnts. Therefore, the combination of 

■ ; ' . . , ; ■ . ■ references can not teach, cither explicitly or inherently, a combination of solubiized 

. ;. ' . ' . naturally occulting amino acid and an amphoteric surfactant, FiirtlieiTOorc, without 

*. » I*' ' 
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. ^ leaching of the combinmion, the references naturally can not teach the combination 

' . 'ihut is Ibrmulatctl 10 procluce the improved optical density and/or improved bleed 
conlroL The Examiner has relied on individual components from each of Yoshida 
and MoETalt. However, Yoshida does not mention amphoteric surfactants, nor does 
I , Moffatl loach the inclusion of amino acids in an ink formulaiion. As neither reference 

teaches both ink components, neither reference can leach a formulation that requires 
both components, nor can cither reference teach a combination of both components 
. . ' tha^ is formulated lo produce Ihc improved optical density and/or improved bleed 

control as claimed. In other words, it is the combination of these two ingredients that 
. • . pjovidcs the improved optical density and/or improved bleed control as claimed, and 

it is tlic intqiTe]iyio.nshi^^ of Ihese two ingredients that is an el ement of Ijie claim itself 
Additionally, th? cJlod refercjices do not leach the claimed clcmeTit of (rom 0,01 wt% 
to 2 wt% of an amphoteric surfacUint in a black ink. 

' .; niercfpre, the combined references do not teach each and every claimed 

clement. Specifically, ihe combined references do not teach (a) the combination of 
solubbzcd naturally occan ing amino acid and an amphoteric surfactant, (b) the 
, ' [ combination of solublized naturally occurring amnio acid and an amphoteric 

surfticiunt fornnilated to produce the improved optical density and/or improved bleed 
control, or (c) from 6.01 wi% to 2 wl% of an amphoteric surfactant in a black ink. As 
: such, a prima facie case of obviousne:?5 has not been presented. Tliereforc, removal 

of the rejection is resjH;cifully requested. 

Teaching a\s'uy 

. , In addition lo the combination of Yoshida and MofAm not teaching each and 

• ' cveiy clement of the claimed invention, the references themselves teach away from 

their combination in the nianncr proposed by the Examiner. Such is apparent by 
examination of Ihe nature of the colorant in Yoshida and Moffatt. Moffatt is drawn lo 
using snrfaclants with cationic dyes. As set forth in the Moffatl specification, the 
J . • cutionic dyes intcracl with tho surAictants described therein. Conversely, Yoshida 

^ , ' ^'«5scribcs water-soluble dyes for use generally, and only exemplifies dyes that 

cationic. If the specifically described dyes of Yoshida were used in accordance with 
, ^ thcMoffatl reference, then (he function of Moffatt would be changed, i.e. such a 
" ' ' ' : • modification wou Id requiK- changing what Moffatt leaches as an clement of the 
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invention, and therefore Moffatt teaches away from combhiation with Yoshida as the 
ExuTiiincr proposes. Rcconsideralion on these alteniativc grounds is respectfully 
icqueslcd. 

hi view of the foregoing, Applicgnis believe tJiat claims M, 6^1 7, and 19-26 
present allowable subject matter and allowance is respcctfuUy requested. Therefore, 
Applicant requests that the rejeclions and objections be withdrawn, and that the 
claims be allowed and pnsscd to issue. If any impediment to the allowance of these 
claims remains aUcr cnriy of this Amendment, the Examiner ii5 strongly encouraged to 
fall tire undersifincU so that such ntnllers may bo resolved as expeditiously as possible. 

The Commissioner is hereby authorized to charge any additional fee or to 
credit any overpayment in connection with this Amendment to Deposit Account No. 
08-2025, 

Dated this 3''' day of July. 2007, 

Respectfully submitted, 











!}akeson 



Attorney for Applicant 
Registration No. 44,266 

•rr lORPH NORTH & WESTERN. T-LP 
8180 Soiilh 700 nasi, Suite 350 
Sandy, Utah 84070 
<801) 566-6633 

On Behalf Of: 
iroWLKTr-PACKARD COMPANY 
1000 NK Circle Blvd., m/s 422B 
Corvallis, OR 97330-4239 
(541)715-0159 
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